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COMES NOW Applicant, Tango Card, Inc., and hereby respectfully appeals the 

Examining Attorney’s refusal to register Applicant’s standard character REWARDS AS A 

SERVICE mark in Application Serial No. 85/878,838 (“the Application”).  The Examining 

Attorney’s refusal on the grounds that Applicant’s REWARDS AS A SERVICE mark is merely 

descriptive of the applied-for services pursuant to Trademark Act §2(e)(1), 15 U.S.C. 

§1052(e)(1), is inappropriate because Applicant’s mark conjures “software as a service,” is 

incongruous, and, thus, is suggestive because it fails to immediately describe the applied-for 

services with the requisite degree of particularity. 

 

PROSECUTION HISTORY 

 Applicant filed the Application on March 18, 2013, seeking registration on the Principal 

Register for the mark REWARDS AS A SERVICE in standard characters in connection with 

“Promotional and marketing services, namely, conducting incentive reward programs to promote 

the sale of products and services of others, associated with an application programming interface 

to integrate a rewards program into a user's information technology systems” in Class 35. 

Grounds for Refusal: Merely Descriptive 

  On July 1, 2013, the Examining Attorney issued a Non-Final Office Action (the “Office 

Action”), refusing registration under Trademark Act §2(e)(1) on the ground that Applicant’s 

mark is merely descriptive of Applicant’s services. 

 On December 10, 2013, Applicant submitted an office action response (the “OAR”), in 

which Applicant offered arguments against the refusal to register the mark under Trademark Act 

§2(e)(1).  
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 On December 30, 2013, the Examining Attorney issued a Final Action (the “FOA”) 

regarding the refusal under Trademark Act §2(e)(1). 

 On February 27, 2014, Applicant filed a Request for Reconsideration (the “RFR”), in 

which Applicant offered additional arguments and evidence against the refusal on the grounds of 

descriptiveness. Applicant also filed a Notice of Appeal with the Board on February 27, 2014. 

See Docket Doc. 1. The Board acknowledged and instituted the appeal and remanded it to the 

Examining Attorney for consideration of Applicant’s RFR on the same day. See Docket Doc. 2. 

 On March 19, 2014, the Examining Attorney issued a Reconsideration Letter, in which 

the final refusal under Trademark Act §2(e)(1) was continued and maintained. See Docket Doc. 

6. On March 20, 2014, the Board issued an order resuming the appeal and allowing Applicant 

until May 19, 2014, to file its Appeal Brief.  See Docket Doc. 7.   

 

SUMMARY OF EVIDENCE 

A. Examining Attorney’s Evidence 

Office Action of July 1, 2013: 

Google’s Cache of Carepass Developer Portal 
Google’s Cache of Rewards.com 
Google’s Cache of Rewardsden.com 
Definition of “API” 
Definition of “Reward” 
Definition of “Service” 

 

Office Action of December 30, 2013: 

Definition of “Software as a Service” 
TSDR Information for Reg. No. 4,407,836 
TSDR Information for Reg. No. 4,377,866 
TSDR Information for Reg. No. 4,296,683 
TSDR Information for Reg. No. 4,359,451 
TSDR Information for Reg. No. 4,445,316 
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B. Applicant’s Evidence 

RFR of February 27, 2014: 

Table 1: “As a Service” Registrations Where No Showing of Acquired Distinctiveness was 

Needed 

Exhibit A: Definition of “Software as a service”, Wikipedia,  

http://en.wikipedia.org/wiki/Software_as_a_service (accessed Jan. 28, 2014). 

Exhibit B: Definition of “Reward”, Merriam-Webster’s Online Dictionary, 

http://www.merriam-webster.com/dictionary/reward (accessed Feb. 18, 2014). 

Exhibit C: Registration Certificates for Federal Trademark Registrations Cited in Table 1. 
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ARGUMENT 

The Examining Attorney has refused registration of the proposed mark pursuant to 

Trademark Act Section 2(e)(1), 15 U.S.C. § 1052(e)(1), on the grounds that the mark merely 

describes Applicant’s services. For the following reasons, Applicant respectfully disagrees with 

the Examining Attorney’s finding and requests that the Board reverse the statutory refusal and 

allow publication of the Application. 

 

I.  REWARDS AS A SERVICE Is Suggestive 

Applicant seeks registration of the mark REWARDS AS A SERVICE in standard 

characters for use in connection with “Promotional and marketing services, namely, conducting 

incentive reward programs to promote the sale of products and services of others, associated with 

an application programming interface to integrate a rewards program into a user’s information 

technology systems” in Class 35. According to the Examining Attorney, Applicant’s mark 

merely describes Applicant’s recited services because “[t]he applicant is clearly providing a 

service that features the provision of rewards.” FOA. However, Applicant’s REWARDS AS A 

SERVICE mark is not merely descriptive of the recited services because it is a clever play on the 

expression “software as a service” and has an incongruous meaning when read literally. Thus, it 

does not immediately describe the relevant services with the requisite degree of particularity. 

Furthermore, numerous registrations incorporating the expression “AS A SERVICE” have been 

allowed on the principal register without a showing of acquired distinctiveness. See Table 1, pp. 

8-12. 

A mark is merely descriptive if it "forthwith conveys an immediate idea of the 

ingredients, qualities or characteristics of the goods." Abercrombie & Fitch Co. v. Hunting 
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World, Inc., 537 F.2d 4, 189 USPQ 759, 765 (2nd Cir. 1976). See also In re Abcor 

Development Corp., 616 F.2d 525, 200 USPQ 215 (CCPA 1978). Moreover, to be merely 

descriptive, the mark must convey such information with a "degree of particularity." Plus 

Products v. Medical Modalities Associates, Inc., 211 USPQ 1199, 1204-05 (TTAB 1981). See 

also In re Diet Tabs, Inc., 231 USPQ 587, 588 (TTAB 1986); Holiday Inns, Inc. v. Monolith 

Enterprises, 212 USPQ 949, 952 (TTAB 1981); In re TMS Corp. of the Americas, 200 USPQ 

57, 59 (TTAB 1978); In re Gourmet Bakers, Inc., 173 USPQ 565 (TTAB 1972).   

The Board has recognized the fine line between merely descriptive marks and 

suggestive marks. Oreck Holdings, LLC, v. Bissell Homecare, Inc., Opposition No. 91173831, 

*21 (TTAB Feb. 16 2010)(HEALTHY HOME VACCUM not merely descriptive of vacuum 

cleaners) [not precedential]. One may be informed by suggestion as well as by description. In 

re Reynolds Metals Company, 480 F.2d 902, 178 USPQ 296 (CCPA 1973). As the Federal 

Circuit has stated: 

…a term may possess elements of suggestiveness and 
descriptiveness at the same time. No clean boundaries separate 
these legal categories. Rather, a term may slide along the 
continuum between suggestiveness and descriptiveness 
depending on usage, context, and other factors that affect the 
relevant public’s perception of the term. 

 
In re Nett Designs, Inc., 57 USPQ2d 1564, 1566 (Fed. Cir. 2001).  

 

A. REWARDS AS A SERVICE Is Suggestive Because It Is a Play on “Software as a 

Service” 

Applicant’s REWARDS AS A SERVICE mark is a clever play on the phrase “software 

as a service” (also known as “cloud computing”). The phrase “software as a service” is 

commonly defined as “a software delivery model in which software and associated data are 
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centrally hosted on the cloud” and accessed via web browser. See RFR, Exhibit A. Applicant’s 

recited services include, among other things, “providing an online non-downloadable Internet-

based system application,” which falls into this category. However, Applicant’s mark does not 

incorporate the phrase “software as a service.” Instead, Applicant replaces the word “software” 

with “rewards” in order to suggest that Applicant’s cloud-based software helps consumers 

integrate a program featuring Applicant’s gift card technology into information technology 

systems. Applicant’s unique spin on the well-known phrase “software as a service” also means 

that consumers must engage in a multi-stage reasoning process in order to understand how 

Applicant’s mark relates to Applicant’s services. Applicant’s mark is therefore suggestive and 

not merely descriptive. See Nautilus Group, Inc. v. ICON Health & Fitness, Inc., 372 F.3d 1330, 

1342-43 (Fed. Cir. 2004) (noting that all suggestiveness requires is “imagination or any type of 

multistage reasoning to understand the mark’s significance”) (emphasis added).   

 

B. REWARDS AS A SERVICE Is Suggestive Because it is Incongruous 

Incongruity is a strong indication that a mark is suggestive rather than merely 

descriptive. In re Tennis in the Round Inc., 199 USPQ 496, 498 (TTAB 1978) (TENNIS IN THE 

ROUND held not merely descriptive for providing tennis facilities, the Board finding that the 

association of applicant's marks with the phrase “theater-in-the-round” created an incongruity 

because applicant's tennis facilities are not at all analogous to those used in a “theater-in-the-

round”). The Board has described incongruity in a mark as “one of the accepted guideposts in the 

evolved set of legal principles for discriminating the suggestive from the descriptive mark,” and 

has noted that the concept of mere descriptiveness “should not penalize coinage of hitherto 

unused and somewhat incongruous word combinations whose import would not be grasped 
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without some measure of imagination and ‘mental pause.’” In re Shutts, 217 USPQ 363, 364–5 

(TTAB 1983) (SNO-RAKE held not merely descriptive of a snow-removal hand tool); see 

also In re Vienna Sausage Mfg. Co., 156 USPQ 155, 156 (TTAB 1967) (FRANKWURST held 

not merely descriptive for wieners, the Board finding that although “frank” may be synonymous 

with “wiener,” and “wurst” is synonymous with “sausage,” the combination of the terms is 

incongruous and results in a mark that is no more than suggestive of the nature of the goods); In 

re John H. Breck, Inc., 150 USPQ 397, 398 (TTAB 1966) (TINT TONE held suggestive for hair 

coloring, the Board finding that the words overlap in significance and their combination is 

somewhat incongruous or redundant and does not immediately convey the nature of the 

product); cf. In re Getz Found., 227 USPQ 571, 572 (TTAB 1985) (MOUSE HOUSE held 

fanciful for museum services featuring mice figurines made up to appear as human beings, the 

Board finding that the only conceivable meaning of “mouse house,” i.e., a building at a zoo in 

which live and/or stuffed mice are displayed, is incongruous). 

Applicant’s “REWARDS AS A SERVICE” mark has an incongruous meaning that gives 

it a distinct overall commercial impression. By definition, a “reward” is “money or another kind 

of payment that is given or received for something that has been done”; in other words, 

something given to someone in exchange for a service. See RFR, Exhibit B. Consequently, 

Applicant’s REWARDS AS A SERVICE mark, when read literally, would be interpreted as self-

contradictory, as a form of circular logic, or as if Applicant itself is engaged in the practice of 

rewarding people. It thus takes multi-stage reasoning for the consumer to realize that Applicant’s 

mark suggests that Applicant provides a means for third-parties to give out rewards in an 

efficient and effective manner. Consequently, Applicant’s REWARDS AS A SERVICE mark is 

suggestive, not merely descriptive. 
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